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DETAILED ACTION 

1, This action is responsive to amendment received on Sep. 26, 2005. 

Claims 1, 9 and 17 were amended. Claims 8 and 16 were canceled. Claims 23-25 were 
newly added. Claims 1-7, 9-15 and 17-25 are pending examination. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 24 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 24 is dependent on claim 8 which was cancelled. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-5, 8-13, 16-21 and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Johnston et al., U.S. Patent No. 5,781 ,776 (referred to hereafter as 
Johnston). 

As to claim 1 , Johnston teaches an apparatus for controlling a physical layer 
interface of a network interface card, said apparatus comprising: 
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a read only memory (ROM) capable of storing an embedded control program 
(see col. 5 lines 25-67, microcontroller has a ROM that stores the control program); 

a random access memory capable of storing a downloadable software control 
program downloaded from an external processing system (see col. 5 lines 25-67, 
upgrades to the control program may be downloaded to a RAM); and 

a microcontroller capable of controlling said physical layer interface, wherein said 
microcontroller in a first operating mode is capable of executing said embedded control 
program to thereby control said physical layer interface, and wherein said 
microcontroller in a second operating mode is capable of executing said downloadable 
software control program in place of said embedded control program to thereby control 
said physical layer interface (see col. 7 line 55-col.8 line 66, control program is updated 
by downloading new program instructions); 

wherein said microcontroller comprises a plurality of control registers capable of 
controlling said first and second operating modes, wherein said microcontroller switches 
from said first operating mode to said second operating mode when said external 
processing system stores a jump address to said RAM in a first one of said plurality of 
control registers (see col. 7 line 55-col.8 line 66, the new instructions are executed by 
installing a branch or jump instruction to execute the new program stored on the new 
memory location). 

As to claim 9, Johnston teaches a processing system comprising: 

a data processor; 
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a hard disk drive capable of storing thereon a network interface card (NIC) 
configuration file containing a downloadable software control program; and 

a network interface card for coupling said processing system to a data network, 
said network interface card comprising: 

an apparatus for controlling a physical layer interface of said network interface 
card, said apparatus comprising: 

a read only memory (ROM) capable of storing an embedded control program 
(see col. 8 lines 12-30 and col. 12 lines 35-47); 

a random access memory capable of storing a downloadable software control 
program (see col. 8 lines 12-30 and col. 12 lines 35-47); and 

a microcontroller capable of controlling said physical layer interface, wherein said 
microcontroller in a first operating mode executes said embedded control program to 
thereby control said physical layer interface, and wherein said microcontroller in a 
second operating mode is capable of downloading said downloadable software control 
program from an external processing system and executing said software control 
program in place of said embedded control program to thereby control said physical 
layer interface (see col. 8 lines 12-30, col. 12 lines 35-47 and col. 13 lines 59-65, the 
control program is downloaded to the RAM or EPROM where the start address is 
changed to start at the address of the control program loaded on the memory external 
to the internal ROM). 
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As to claim 17, Johnston teaches a physical layer interface controllable by a 
microcontroller embedded therein, a method of operating the microcontroller comprising 
the steps of: 

in a first operating mode, executing an embedded control program stored in a 
read only memory (ROM) coupled to the microcontroller to thereby control the physical 
layer interface (see col. 8 lines 12-30 and col. 12 lines 35-47); 

in a second operating mode, downloading a software control program from an 
external processing system and storing the software control program in a random 
access memory (RAM) coupled to the microcontroller and, in response to the step of 
downloading the software control program, executing the software control program in 
place of the embedded control program to thereby control the physical layer interface 
(see col. 8 lines 12-30, col. 12 lines 35-47 and col. 13 lines 59-65, the control program 
is downloaded to the RAM or EPROM where the start address is changed to start at the 
address of the control program loaded on the memory external to the internal ROM). 

As to claims 2, 10 and 18, Johnston teaches the apparatus, system and method 
as set forth in Claims 1, 9 and 17 respectively wherein said ROM is an internal ROM in 
said microcontroller (see figure 2, col. 5 lines 25-67). 

As to claims 3, 1 1 and 19, Johnston teaches the apparatus, system and method 
as set forth in Claims 1 , 9 and 17 respectively wherein said RAM is an internal RAM in 
said microcontroller (see figure 2, col. 5 lines 25-67). 
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As to claims 4, 1 2 and 20, Johnston teaches the apparatus, system and method 
as set forth in Claims 1 , 9 and 17 respectively wherein said ROM is an external ROM 
coupled to said microcontroller (see figure 2, col. 5 lines 25-67). 

As to claims 5, 13 and 21 , Johnston teaches the apparatus, system and method 
as set forth in Claim 1 , 9 and 1 7 respectively wherein said RAM is an external RAM 
coupled to said microcontroller (see figure 2, col. 5 lines 25-67). 

As to claim 24, Johnston teaches first control register comprises a last register in 
a first register filed in the microcontroller (see col. 7 lines 28-67). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 6-7, 14-1 5 and 22-23 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Johnston in view of Williams, U.S. Patent No. 6,859,825. 

As to claims 6-7, 14-15 and 22-23, Johnston teaches a microcontroller capable of 

controlling said physical layer interface, wherein said microcontroller in a first operating 

mode executes said embedded control program to thereby control said physical layer 

interface, and wherein said microcontroller in a second operating mode is capable of 

downloading said downloadable software control program from an external processing 

system and executing said software control program in place of said embedded control 
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program to thereby control said physical layer interface col. 8 lines 12-30, col. 12 lines 
35-47 and col. 13 lines 59-65 and fig. 7). 

Johnston does not explicitly teaches the downloading control program via MDC 
and MDIO via MAC. However Williams teaches a system and method for downloading 
program to configure a MAC via a MDC/MDIO signal path (see col. 5 lines 5-25). 

It would have been obvious for one of the ordinary skill in the art at the time of 
the invention to modify Johnston by downloading control program using a MDC/MDIO 
signal because doing so would allow the MDIO logic 42 determines the address for the 
PHY and the address for the register from the prescribed configuration information and 
then sends the information to the appropriate controller via a shared management 
databus (see col. 5 lines 5-25). 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnston. 

Johnston does not explicitly teach the microcontroller includes 256 registers, 
each register filed containing 32 16-bit registers. Offical Notice is taken that one of 
ordinary skill in the art, would use 256 registers, each register filed containing 32 16-bit 
registers; because doing so would result in executing the updated control program that 
is taught by Johnston. 

4. Applicant's arguments have been fully considered but are moot in view of the 
new grounds of rejection. 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hussein A. El-chanti whose telephone number is 
(571)272-3999. The examiner can normally be reached on Mon-Fri 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571 )272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
Hussein El-chanti 
Dec. 21, 2005 
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